r 



11/23/2005 09:07 



8324462424 



WONG CABELLO 



PAGE 01/13 



woNGcabello 



CENTRAL FAX CENTER 

NOV 23 200S 



ATTORNEYS AND COUNSELORS AT LAW 
IflteHectuB/ Property 



Chris Keirs 
832-446-2406 
Ckeirs@counselip. com 



FAX TRANSMISSION COVER SHEET 



Date: 11/23/2005 9:17 AM 



To: 



USPTO 



Fax: 571-273-8300 



From: Chris Keirs 



CIient/Matter#: 221-0073US 



Re: 



S/N 10/679,908 



Pages (including cover page); 13 



COMMENTS: 



For filing in connection with the application of Robert E. Smith EI, serial number 10/679,908 
filed October 6, 2003, entitled: Undersea Hydraulic Coupling for Use with Manifold Plates: 

1 1-page Appeal Brief 

1 -page Request to Charge Dqposit Account 



This communication is only for the person named above. Unless otherwise indicated, it contains 
information that is confidential, privileged or exempt from disclosure under applicable law. If 
you are hot the person named above, or responsible for delivering it to that person, be aware that 
disclosure, copying, distribution or use of this communication is strictly prohibited. Tf you have 
received it in error, or are uncertain as to its proper handling, please immediately notify us by 
collect telephone and mail the original to us at the above address. Thank you. 

PAGE 1/13* RCVD AT 11/23/2005 10:21:40 AM [Eastern Standard Time] * SVR:U8PTO-EFXRF-6/27* DNIS:2738300* CSID: 8324462424 * DURATION (mm-ss):0440'^ 



CONFIDENTIALITY NOTICE 



11/23/2005 09:07 



8324462424 



WONG CABELLO ^^i^^Jilt ^ GiNtfeK PAGE 02/13 

NOV 21 tags 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 

Robert E. Smith m 

Serial Number: 10/679,908 

Filed: 10/06/2003 

For: UNDERSEA HYDRAULIC 
COUPLING FOR USE WTIH 
MANIFOLD PLATES 



§ 
§ 
§ 



Confirmation No. 3821 

Examiner: Thomas A, Beach 

Group art unit: 3671 

Atty Docket No. 221-0073US 



Commissioner for Patents 
P, 0. Box 1450 

Alexandria, Virginia 22313-1450 



APPEAL BRIEF 



(i) Real party in interest 



The real party in interest is the assignee of the entire interest in the invention and 
application. National Coupling Company, Inc., a Texas corporation. 

(ii) Related appeals and interferences. 
There are no related appeals or interfermces. 

(iii) Status of claims. 

Claims 1 - 9 are rejected. Claims 1 - 9 are being appealed. 



cu 



«o 
o 
o 



in oj 



cu tJU 



CERTIFICATE OF TRANSMISSION 
I hereby certify that this document together with any papers referred to herein as "enclosed" or 
"attached* is being sent by facsimile machine to telephone number 571 273-8300 on the date 
written 

By. 




Date; 



Christopher ty. Keirs. Reg. No. 32,248 



PAGE 2/13* RCVD AT 11/23/2005 10:21:40 AM [Eastern Standard Time] " SVR:USPTO-EFXRF-6/27« DN1S:2738300 " C8ID:8324462424 * DURATION (mm-5S):04-40 



11/23/2005 09:07 8324462424 



WONG CABELLO 



PAGE 



03/13 



s/n 10/679,908 
221-0073US 

(iv) Status of amendments. 

No amendment was filed subsequent to final rejection. 

(v) Summary of claimed subject matter. 

The subject invention provides a new way to mount hydraulic couplings on a manifold 
plate. Manifold plates are conomonly used to join hydraulic couplings in undersea 
applications. 

The claimed invention utilizes a tail on the non-coupling end of an hydraulic coupling 
member to mount the coupling member to a manifold plate. [110006] The tail is machined 
to fit through pre-cut holes in a manifold plate. [10006] A clearance is provided between 
the outer diameter of the tail and the inner diameter of the hole in the manifold plate such 
that the tail fits easily through the hole. [^0014] The tail has positioning members on its 
outer diameter. [10014] When inserted into the hole in the manifold plate, the positioning 
members are compressed so as to provide an interference fit to the bore of the hole. 
[tO014] This interference fit holds the coupling member in a substantially perpendicular 
position relative to the manifold plate. [t0014] In certain embodiments, a retaining ring 
used to hold the tail in place in the hole in the manifold plate also has a positioning 
member that compresses against the manifold plate on the opposite side of the male or 
female end of the coupling to assist in holding the coupling perpendicular to the plate. 
[IfOOl?] 

An embodiment of the invention according to claim 1 is shown in Figure 2: 

1 . An undersea hydraulic coupling member (14) comprising: 

(a) a tail (18); 

(b) at least one substantially rigid positioning member (30) associated with 
the tail (18), wherein the substantially rigid positioning member (30) is in contact 
wifli the inner bore of a manifold plate (16) when the tail is inserted through the 
manifold plate. 
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An embodiment of the invention according to claim 7 is shown in Figure 4: 

7. An undersea hydraulic coupling member (14) comprising: 

(a) a tail (18); 

(b) at least one substantially rigid positioning member (30) associated with 
the tail (18), wherein the substantially rigid positioning member (30) is in contact 
with the irmer bore of a manifold plate (16) when the tail is inserted through the 
manifold plale; and 

(c) a retainer ring (50) with a substantially rigid positioning member (52) 
associated with the face of the retainer ring that will engage with the manifold 
plate (16). 



(vi) Grounds of rejection to be reviewed on appeal. 

The final Office Action rejected claims 1 - 9 under §1 02(b) as being anticipated by U.S. 
Patent No. 5,015,016 (Smith). The final Office Action contends tliat "Smith shows an 
undersea hydraulic coupling member having a tail 74, at least one substantially rigid 
positioning member 26 associated with the tail, wherein the substantially rigid 
positioning members are in contact with the inner bore 73 of a manifold plate when the 
tail is inserted through the manifold plate (figure 1)/* 

(vii) Argument. 

Each of the claims requires an undersea hydraulic coupling member comprising a tail 
with an associated, substantially rigid, positioning member. The "tail" of an hydraulic 
coupling is defined in the specification of the subject application: 

The female member generally is a cylindrical body with a relatively large 
diameter longitudinal bore at one end and a relatively small diameter longitudinal 
bore or tail at the other . The tall facilitates insertion through manifold plates, and 
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connections to hydraulic lines, while the large bore seals, and slidingly engages, 
the male member of the coupling. The male member includes a cylindrical portion 
at one end having an outer diameter approximately equal to the diameter of the 
large bore in the female member of the coupling. The male member also includes 
a tail connection at its other end to facilitate insertion through a manifold plate, 
and connection to hydraulic lines. \^ 0002; emphasis supplied] 

The present invention provides a tail on the non-couplinp end of both a male and 
female member of a hydraulic coupling device. The tail is machined to fit 
through pre-cut, holes in a manifold plate. The clearance between the outer 
diameter of the tail and the ixmer diameter of the hole in the manifold plate is such 
that the tail will fit easily through the hole. The tail has positioning members on 
its outer diameter that when inserted fiilly into the hole in the manifold the 
positioning members compress to an interference fit which will hold the coupling 
in a normal^ i.e., substantially perpendicular, position to the manifold plate. [K 
0006; emphasis supplied] 

Element 74 of the Smith reference is not a tail - it is the wall of the probe of the male 
member 13 (see Fig. 6 of Smith). The connector disclosed in the Smith reference has a 
conventional threaded tail - ^'probe handle" 72. 

The male member 13, as shown in FIG. 4, comprises generally three cylindrical 
shapes. A probe handle 72 is a cylinder of substantially uniform outside diameter. 
Threads 73 may be added to the extemal surface to facilitate attachment to a 
coupling manifold, as explained above, or the extemal surface may be machined 
smooth and the probe 13 may be attached to the manifold by means of set screws 
(not shown). The probe handle 72 and probe wall 74 lie along the same 
longitudinal axis and are connected by a first shoulder 76. The first shoulder 76 
includes a truncated, conical section 76a, the larger diameter facing the handle 72, 
and the smaller diameter bemg coincident with the end of probe wall 74. [col. 7; 
lines S-18] 

Since element 74 is on the coupling end of the male member, it cannot be the tail as that 
term is defined in the specification. Probe handle 72 of the coupling disclosed in Smith is 

Page 4 of 11 

PAGE 5/13* RCVD AT 11/23/2005 10:21:40 AM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/27* DNIS:2738300 * CSID:8324462424 * DURATION (mm'SS):O4-40 



11/23/2005 09: 07 8324462424 



WONG CABELLO 



PAGE 



06/13 



s/n 10/679,908 
221-0073US 

the "tail" of that coupling's male member and probe handle 72 has no associated 
"substantially rigid positioning member" as required by claims 1-9. 
All the claims additionally require a substantially rigid positioning member that is in 
contact with the inner bore of a manifold plate when the tail is inserted through the 
manifold plate. The Office Action attempts to equate soft seal 26 of the Smith reference 
with the claimed substantially rigid positioning member. But element 26 of the Smith 
reference is not in contact with (or even near) the inner bore of a manifold plate. Rather, 
it is provided "for sealing between the receiving bore 61 and the outer circumference of 
the male member 13.** [col. 6; lines 9-14] The manifold plates are shown in phantom at 
the top and bottom of Pig. 6 of the Smith reference. As may be seen in Fig. 6, el^ent 26 
is not in contact with element 73 as the Office Action contends. 

Legal Authority 

In United States v. Adams^ the Supreme Court confirmed that ^[w]hile the claims . . . limit 
the invention, and specifications cannot be utilized to expand the patent monopoly, « . . 
claims are to be construed in the light of the specifications and both are to be read with a 
view to ascertaining the invention.*' 178 USPQ 479, 482 (1966) 

Tn Autogiro Co, of America v. United States^ the Court of Claims noted that "the 
specification aids in ascertaining the scope and meaning of tlie language employed in the 
claims inasmuch as words must be used in the same way in both the claims and the 
specification. . . . The use of the specification as a concordance for the claim is accepted 
by almost every court, and is a basic concept of patent law." 155 USPQ at 702-03 (1966) 

In Standard Oil Co. v. American Cyanamid Co., the Federal Circuit indicated that the 
specification was the "primary basis for construing the claims*' because *the words of the 
claims must be based upon the description." 227 USPQ 293, 296 (Fed. Cir. 1985) 

In numerous additional cases^ the Fed^al Circuit has reiterated the fact that terms used in 
a claim must be interpreted in view of the specification. 

^Innovad Inc. v. Microsoft Corp., 59 USPQ2d 1676 (Fed, Cir. 20D1) ("In construing 
the language of a claim, this court consults the specification and relevant prosecution 



Page 5 of 11 

PACE 6/13 * RCVD AT 11/23/2005 10:21:40 AM [Eastern Standard Time] " SVR:U8PTO-EFXRF-«/27 * DN18:2738300 * C8iD:8324462424 " DURATION (min-ss):04-40 



11/23/2005 09:87 8324462424 



WONG CABELLO 



PAGE 07/13 



s/n 10/679,908 
221-0073US 



history to provide context for understanding the meaning of the terms to one of skill 
in the art at the time of Invention."); Gart v. Logitech, Inc., 59 USPQZd 1290 (Fed. 
CIr. 2001), cert, dented, 534 U.S. 1114 (2002) ("claims do not have meaning 
removed from the context from which they arose**); Netword, LLC v. Centraal Corp., 
58 USPQ2d 1076 (Fed. CIr. 2001) ("The claims are directed to the invention that Is 
described in the specification; they do not have meaning removed from the context 
from which they arose,"); Apple Computer, Inc. v. Articulate Systems, Inc., 57 
USPQ2d 1057 (Fed. Cir. 2000) ("the claim must be Interpreted in light of the 
teachings of the written description and purpose of the invention described 
therein."); Envirco Corp. v. Clestra Cleanroom, Inc., 54 USPQ2d 1449, 1453 (Fed. 
Cir. 2000) (under "standard claim construction rules," "the specification Informs but 
does not control, the claim construction. Rather, In that process, the claim language 
Itself governs the meaning of the claim. To acquire proper context to understand 
claim terms, this court also consults the specification, the prosecution history, and 
where relevant (and not contradictory of intrinsic evidence), extrinsic evidence."); 
Zelinski v. Brunswick Corp., 51 USPQ2d 1590, 1592-93 (Fed. Cir. 1999) ("It is 
standard practice that In determining the proper construction of an asserted claim, 
the court looks first to the Intrinsic evldence~the patent specification, including of 
course the written description, and, if in evidence, the prosecution history."; Pall 
Corp. v. Hemasure Inc., 50 USPQ2d 1947, 1949 (Fed. Cir. 1999) ("A patent claim is 
construed by examining the claim in the context of the specification, drawing on the 
specification for an understanding of what Is covered by the claim, and looking to the 
rejections, explanations, and revisions that comprise the record of the patent 
examination."); Loral Falrchlld Corp. v. Sony Corp., 50 USPQ2d 1865, 1869 (Fed. 
Cir. 1999), cert, denied, 528 U.S. 1075 (2000) ("It is ... necessary to review the 
specification to determine whether the patentee has assigned any special meaning to 
claim terms; the specification is 'the single best guide to the meaning of a disputed 
term.' Vltronics Corp. v. Conceptronic, Inc., 39 USPQ2d 1573, 1577 (Fed. CIr. 
1996)."); Georgia-Pacific Corp. v. United States Gypsum Co., 52 USPQ2d 1590, 
1599 (Fed. Cir. 1999), cert, denied, 531 U.S. 816 (2000) ("The specification of the 
patent in suit is the best guide to the meaning of a disputed term."); Renishaw PLC 
V. Marposs Societa' Per Azioni, 48 USPQ2d 1117, 1122 (Fed. Cir. 1998), 
("Ultimately, the interpretation to be given a term can only be determined and 
connrmed with a full understanding of what the Inventors actually invented and 
intended to envelop with the claim... . The construction that stays true to the claim 
language and most naturally aligns with the patent^s description of the invention will 
be, in the end, the correct construction."); C.R. Bard, Inc. v. M3 Systems, Inc., 48 
USPQ2d 1225, 1230 (Fed. Cir 1998), reh'g denied Sc suggestion for reh'g in banc 
declined, 161 F.3d 1380, 49 USPQ2d 1219 (Fed. Cir. 1998), cert, denied, 526 U.S. 
1130 (1999) (an accused infringer's "proposed interpretation is unsupported by, and 
indeed Is contrary to, the specification. See Sllmfold Mfg. Co. v, Kinkead Indus., 
Inc.. . (Fed. Cir. 1987) (claims are not interpreted 'in a vacuum,' but are read and 
understood in light of the specification of which they are a part)."); Mantech 
Environmental Corp. v. Hudson Environmental Services, Inc., 47 USPQ2d 1732, 1738 
(Fed. Cir. 1998) ("[W]e must look to the written description, to determine what one 
of ordinary skill In the art at the time of the Invention would have understood the 
term as used In the patent to mean. ... If the written description supports the 
definition of the term that Is apparent from the claim limitation, then reading in a 
further limiting definition would be improper/*); Digital Biometrics, Inc. v. Identix, 
Inc 47 USPQ2d 1418, 1424 (Fed. Cir, 1998) (*The written description is considered, 
in partlcuiar to determine If the patentee acted as his own lexicographer, as our law 
permits and ascribed a cerirain meaning to those claim terms. If not, the ordinary 
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Summary 

The claims reqmre a hydraulic coupling comprising a tail with an associated^ 
substantially rigid, positioning member that is in contact with the inner bore of a 
manifold plate when the tail is inserted through the manifold plate. When the term "tail" 
is interpreted in view of the specification, it is clear that cited reference (Smith) does not 
disclose a coupling having a tail with an associated, substantially rigid, positioning 
member. Rather, it discloses a connector having a conventional threaded taiL Moreover 
the cited reference has no substantially rigid, positioning member that is in contact with 
the inner bore of a manifold plate when the tail is inserted through the manifold plate. 
Accordingly, the cited reference does not anticipate the claimed invention under § 102(b), 

Respectfully submitted: 



Christopher D, Keirs 
Reg, No. 32,248 
Attorney for Applicant(s) 

Wong Cabello Lutsch Rutherford & Brucculeri LLP 

20333 State Hwy. 249 Suite 600 
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832 446-2406 
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meaning; tx> one skilled in the art, of the claim language controls."); Multiform 
Desiccants, Inc. v. Medzam, Ltd., 45 USPQ2d 1429, 1433 (Fed. Cir. 1998), ("The 
best source for understanding a technical term is the specification from which it 
arose, informed, as needed, by the prosecution history. When the specification 
explains and defines a term used In the claims, without ambiguity or Incompleteness, 
there Is no need to search further for the meaning of the term."). 
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(viii) Claims appendix^ 

1 . An imdcrsca hydraulic coupling member comprising: 

(a) a tail; 

(b) at least one substantially rigid positioning member associated with the tail, 
wherein the substantially rigid positioning mranber is in contact with the inner bore of a 
manifold plate when the tail is inserted through the manifold plate, 

2. The undersea hydraulic coupling member of claim 1 wherein the substantially rigid 
positioning member is an o-ring. 

3. The undersea hydraulic coupling member of claim 1 wherein the substantially rigid 
positioning member is elastomeric. 

4. The undersea coupling member of claim 1 further comprising a retaining ring to 
attach the hydraulic coupling member to the manifold plate. 

5. The undersea coupling member of claim 4 wherein the retaining ring is held in place 
with a snap ring contained in a groove in the tail. 

6. The undersea couphng member of claim 5 wherein the tail lias at least two grooves 
for containing the snap ring to accommodate manifold plates of different thicknesses. 

7. An undersea hydraulic coupling member comprising: 

(a) a tail; 

(b) at least one substantially rigid positioning member associated with the tail, 
wherein the substantially rigid positioning member is in contact with the inner bore of a 
manifold plate when the tail is inserted through the manifold plate; and 

(c) a retainer ring with a substantially rigid positioning member associated with 
the face of the retainer ring that will engage with the manifold plate. 

8. The undersea hydraulic coupling member of claim 7 wherein the substantially rigid 
positioning members are o-rings. 
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9. Hie undersea hydraulic coupling member of claim 7 wherein the substantially rigid 
positioning members are elastomeric. 
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(ix) Evidence appendix, 
NONE 
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(x) Related proceedings appendix. 
NONE 
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